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8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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DETAILED ACTION 
El ection/Res fcri c ti ons 

1. Applicant's correct election of claims 36-62 and 74 in 
Paper No. 9 is acknowledged. Because applicant did not 
distinctly and specifically, point out the supposed errors in the 
restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

3. Claims 36-39, 48-51, 54-62, and 74 are rejected under 35 
U.S.C. 102(b) as being anticipated by Jorgensen et al . US 
4,714,537. 

Regarding claims 36 and 37, Jorgensen '537 discloses a 
silicate catalyst carrier with increased silica : alumina ratios 
of 500:1 or more (see column 12, lines 21-35). 

Regarding claim 48, Jorgensen '537 discloses using for 
hydrogenating/dehydrogenating (see column 9, lines 18-20), 
impregnating the silicate with an anionic, cationic, or neutral 
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complex, and washing with water (see column 12, lines 17-20 and 
55-60) . 

Regarding claims 38-39 and 74, Jorgensen '537 discloses 
montmorillonite (see paragraph bridging columns 12-13) . 

Regarding claims 49 and 58-60, Jorgensen '537 discloses 
water (see column 12, lines 17-20) . 

Regarding claims 50-51, Jorgensen '537 discloses phosphoric 
acid (see column 11, lines 50-56). 

Regarding claim 54, Jorgensen '537 discloses using for 
hydrogenating/dehydrogenating (see column 9, lines 18-20). 

Regarding claims 55-56, Jorgensen '537 discloses 
temperatures of ambient up to 100 degrees Celsius (see column 
12, lines 5-7) . . 

Regarding claim 57, Jorgensen '537 discloses hydrochloric 
acid (see column 11, lines 34-36). 

Regarding claim 61, Jorgensen '537 discloses calcining at 
200-900 degrees Celsius (see column 9, lines 52-55). 
4. Claim 62 is rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Jorgensen '537. 

Regarding claim 62, Jorgensen '537 discloses using for 
hydrogenating/dehydrogenating (see column 9, lines 18-20), 
impregnating the silicate with an anionic, cationic, or neutral 
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complex, and washing with water (see column 12, lines 17-20 and 
55-60) . 

In the event any differences can be shown for the product 
of the product -by-process claim 62, as opposed to the product 
taught by Jorgensen '537, such differences would have been 
obvious to one of ordinary skill in the art at the time the 
invention was made as a routine modification of the product in 
the absence of a showing of unexpected results; see also In re 
Thorpe, 227 USPQ 964 (Fed.Cir. 1985). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

dlLlIlT nt T Y 5 6 ° btained thou 9 h the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 

trl ^ arfsuch thT^ ""^ S ° Ught t0 be P atented the prior 

S IS I 3eCt matt6r 38 3 Wh ° le WOUld have been ° bv i°^ at 

the time the invention was made to a person having ordinary skill in the 

«~ ^° S u sub ^ect matter pertains. Patentability shall not be 

negatived by the manner in which the invention was made. 

6. Claims 40-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jorgensen '537 as applied to claims 36-37 
above, and further in view of Lambert US 5,080,778. 

Regarding claims 40-41, Lambert '778 discloses a pore 
volume of 0.1-1 cc/g (see column 9, lines 50-56). 
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It is considered that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
use the pore volume of Lambert in the hydrogenation catalyst 
carrier of Jorgensen because Lambert discloses his pore volume 
in a catalyst carrier for use in hydrocarbon conversion (see 
column 1, lines 12-15) to process heavier feeds and provide 
higher selectivity (see column 9, lines 44-46) . 

Regarding claims 42-45, Jorgensen discloses 1/16 inches 
(see Example 1) and Lambert '778 discloses a small diameter 
sphere (see column 9, lines 18-19) and about 1/16 inches (see 
Example 1) . 

7. Claims 46-47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jorgensen '537 as applied to claims 36-37 
above, and further in view of McWilliams US 5,145,659. 

Jorgensen fails to disclose a crushing strength of at least 
20 N/mm 

McWilliams '659 discloses a crushing strength of 100 lbs/in 2 
(see Example CI) . 

It is considered that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
use the crushing strength of McWilliams in the high 
silica: alumina ratio catalyst of Jorgensen because McWilliams 
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discloses his crushing strength for use in a catalyst to 
increase the silica of the available matrix (abstract) . 

Allowable Subject Matter 

8. Claims 52-53 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims. 

9. The following is a statement of reasons for the indication 
of allowable subject matter: It would not have been obvious to 
one of ordinary skill in the art at the time the invention was 
made to use a temperature of 160-300 degrees Celsius and a water 
vapor pressure of 16-25 bar, wherein the carrier is impregnated 
with phosphoric acid, in the processes of the instant claims 52- 
53. 

Conclusion 

10. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. Young US 
5,248,841 discloses a hydrogenation catalyst having a 
cristobalite structure (see column 3, line 64, abstract, and 
Examples); Absil et al . US 4,919,790 discloses a hydrocarbon 
dewaxing catalyst comprising dealuminized silica-alumina (see 
abstract, Examples); and Angevine et al . US 4,696,732 discloses 



Application/Control Number: 09/701,054 Pa 7 

Art Unit: 1754 96 

a hydrotreating catalyst comprising a dealuminized zeolite 
catalyst (see abstract, Examples) . 

11. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Edward M. 
Johnson whose telephone number is 703-305-0216. The examiner 
can normally be reached on M-F 6:30-4:00. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Stanley S. Silverman 
can be reached on 703-308-3837. The fax phone numbers for the 
organization where this application or proceeding is assigned 
are 703-872-9310 for regular communications and 703-872-9311 for 
After Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-308-0661. 



EMJ 

April 18, 2003 



